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3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

The prior finality of claims 1, 3-8.11, 13, 15-17, 20-45 is withdrawn in view of the 
newly discovered reference(s) to Bailey et al (US 5,657,820). Rejections based on the 
newly cited reference(s) follow: 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

(1) Claims 1,3-8, 11,13,15-17,20-34,36-45 are rejected under 35 U.S.C. 103(a) as 

being unpatentable over Bizzard, Jr. et al *629 in view of Bailey et al (US 5,657,820). 

Blizzard, Jr. et al discloses a window mill and method of drilling a lateral borehole 

shown specifically in Fig. 16, which comprises all of the claimed features. More 

specifically, the window mill is met by mills 360, 362 and/or 364, which comprise a body 

having plurality of blades 368, and 374, and the blades of mill 360 (see Fig. 17A) also 

comprises a plurality of inserts or cutters 414 made of matrix milling material. The 

matrix milling blades of '629 reference also collectively from an external profile having 

gage portion on mills 362, 364 and conical portion on mill 360 which are all having 

diameters corresponding to the window to be milled through the casing and drilling a 

secondary borehole shown in Fig. 16, and also is disclosed in col. 1, lines 59-67. 
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> The claimed diamond cutters, polycrystalline diamond cutters, or 
tungsten carbide fails to render a patentable distinction over the 
prior art in that, such are of commonly known material to be used 
as cutter inserts according to Bailey et al, which teaches similar 
side tracking mills and each mill comprises tungsten carbide 
inserts, diamond inserts, or a matrix comprising polycrystalline 
diamond (col. 6, lines 42+). It would therefore have been obvious 
to one of skill in the art at the time the invention was made to have 
used Bailey et al inserts in the cutter above, since such would have 
been a simple matter of obvious engineering decision. 

> The language such as "said body rotates on-center about said 
longitudinal axis" is anticipated by Figs 15A-16 in that, in milling of 
the casing as well as well as the lateral bore, the bit assembly 300 
is anticipated to rotate on its central longitudinal axis, since there is 
no bending of the drill assembly 300. 

> The different angled tapers, including a back tapered surface of the 
blades or blade is met by Fig. 12A where different taper angle 
surfaces with respect to its longitudinal axis is clearly shown. Also 
shown are blades having surfaces in the middle portions, which are 
substantially parallel to its longitudinal axis. 

> The claimed sidetracked well and/or rat hole fail to distinguish from 
the lateral borehole of '629 reference, as their differences are only 
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in their relative sizes of the boreholes. The claimed various 
degrees of secondary borehole angle fail to constitute patentable 
distinction over the prior art since the language such as "severe 
angle" or "slight angle" lacks structural significance. 

> The details of the whipstock, including the kick out ramp and 
anchor are clearly shown in Fig. 1 1D. 

> The language such as "one-trip" also lacks patentable distinction, 
for lacking structure supports to further define its significance. 
Since any further trips following the first trip are indeed performed 
in a single operation or in "one-trip". 

> The language such as "said diamonds milling said window through 
the steel casing" fails to render a patentable distinction over the 
'629 reference in that the milling system of Fig. 16 does teach the 
enlargement of existing casing window, which indeed requires to 
mill through the steel casing, be it an existing window or not. 

> And finally, the claimed "window mill body" fails to structurally 
exclude the milling apparatus of Bizzard, Jr. et al, which comprises 
a body having multiple mills. 
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(2) Claim 35 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bizzard, 
Jr. et al '629 in view of Bailey et al (US 5,657,820) and further in view of Lembcke et al 
(US 5,592,991). 

Bizzard Jr. et al and Bailey et al basically teache everything with the exception of said 
anchor being set hydraulically. In this regard, Lembcke et al teaches a similar milling/ 
drilling tool shown specifically in Fig. 3, also taught in the abstract, as well as col. 4, 
lines 13+, being that the anchor/packer of the whipstock assembly can be set 
hydraulically or mechanically. It would therefore have been obvious to one of the 
ordinary skill in the art at the time the invention was made to have modified Bizzard Jr. 
et al whipstock by using a type similar to that of Lembcke et al, so that the anchoring 
system can be hydraulically set in the wellbore, since such would have been a simple 
matter of engineering operational decision to one of the ordinary skill in the art. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Frank S. Tsay whose telephone number is (571) 272- 
7038. The examiner can normally be reached on Monday thru Friday, 7:30am-5:00 pm, 
2nd Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David J. Bagnell can be reached on (571)272-6999. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 
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